
of the network of paths and the second deck of cards being collectible cards that are collected 
and exchanged by the players during the course of the game; and wherein the second deck of 
cards are "Band Member" cards and include a plurality of groups of cards with each group of 
cards representing a band and the members of the band, and wherein the object of the game is 
to arrive at the performing stage with a certain number of cards representing a band and its 




13. (amended) The game board and game of claim 11 further including a third deck of 
the "Band Equipment" cards and wherein a further object of the game is to arrive at the 
performing stage with a "Band Equipment" card. 



REMARKS 

The comments of the examiner, as set forth in the official Office Action have been 
carefully studied and reviewed. In this response, Claims 11 and 13 have been amended, and 
Claim 12 has been cancelled without prejudice. For the reasons set forth below, it is 
respectfully urged that all pending claims are now in condition for allowance, and an allowance 
is respectfully requested. 

First, the Examiner has rejected Claims 1-14 under 35 U.S.C. §112 as failing to 
particularly point out and distinctly claim the subject matter which Applicant regards as the 
invention. The Examiner suggests that there is some confusion as to whether an apparatus is 
being claimed or a method is being claimed. All of the claims are intended to be apparatus 
claims. The recitation of "a game board and game" is meant to claim the game board and the 
components of the game, as well as how the game is played with the game board and the 
various components. It is respectfully urged that the recitation of "a game board and game" is 
not indefinite in any way, especially in view of Applicant's representations that the claims are not 
method claims. 



2 



First, Claims 11-14 stand rejected under 35 U.S.C. §102(b) as being anticipated by 
Fergusan. As noted above, Claim 1 1 has been amended. Particularly, the subject matter of 
Claim 12 has been incorporated into Claim 11. Claim 12 particularly recites that the second 
deck of cards are "band member" cards, and include a plurality of groups of cards with each 
group of cards representing a band and the members of the band, and wherein the object of the 
game is to arrive at the performing stage with a certain number of cards representing a band 
and its members. The Fergusan Patent does not anticipate nor render obvious Claim 11 , as 
amended. In order to anticipate, the applied reference must show each and every element and 
limitation of the claim. That is, every element and limitation of the claim must be identically 
shown in a single reference. In re Bond. 910 F.2d 831. 15 U.S.P.Q. 2d 1566 fFed. Cer. 1990) . 

Claim 1 1 , as now amended, simply does not recite first and second decks of cards. 
Claim 1 1, as now amended, particularly recites that the second deck of cards are "band 
member" cards. In order to anticipate this claim, the reference must teach "band member" 
cards. The Fergusan reference simply does not do that, and for that matter, no art cited 
teaches band member cards. For that reason, Claim 1 1, as now amended, and all claims 
depending therefrom directly or indirectly are allowable over the Fergusan reference. 

Next, the Patent Office rejects Claims 1-10 and 15 as being unpatentable under 35 
U.S.C. §1 03(a) over three patents, the patents to Gorski, in view of the patent to Ferguson, and 
i n further view of the patent to Delessio. For the reasons articulated below, the Examiner has 
not made out a prima facie case of obviousness. 

It is basic and fundamental that in order for there to be a prima facie case of 
obviousness, the combined patents must show each and every element and limitation set forth 
in the claims, and further there must be a motivation for combining the references. In this case, 
the prima facie of obviousness fails on both counts. 

That is, even if there was a proper motivation established for combining the three 
patents together, the three patents together still do not teach nor suggest the claimed subject 
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Indeed, there is no suggestion in any of the art that multi-path game boards are anymore 
interesting than a single path game board. 

Next, the Examiner indicates that the first two references, the references to Gorski and 
Fergusan, do not show fake money. The Examiner combines Delessio and recites that a 
person of ordinary skill of the art would make the combination because such would make the 
game more interesting. There is no evidence that utilizing fake money in the Gorski game 
would make the game more interesting. Indeed, there is not even a suggestion that utilizing 
fake money would even fit into the theme or the objects of the Gorski game. In short, there is 
no motivation to combine either Fergusan or Delessio with Gorski. The motivation or the 
inclination to do so comes only from Applicant's claimed invention and is, in reality, based on 
hindsight. 

For the reasons set forth above, it is respectfully urged that the present application is a 
condition for allowance and allowance is respectfully requested. 

Attached hereto is a marked-up version of the changes made to the claims by the 
current amendment. The attached page is captioned "Version with markings to show 
changes made." 



Respectfully submitted, 



COATS & BENNETT, P.L.L.C. 



By: 




Larry L Coats 
Registration No. 25,620 



P.O. Bo/ 5 
Raleigh, NC 27602 
Telephone: (919)854-1844 



5 



CERTIFICATE OF MAILING 

I HEREBY CERTIFY THAT THIS DOCUMENT IS BEING DEPOSITED WITH THE UNITED 
STATE POSTAL SERVICE AS FIRST CLASS MAIL, POSTAGE PREPAID, IN AN ENVELOPE 
ADDRESSED TO: COMMISSIONER FOR PATENTS, BOX NON-FEE AMENDMENT 
WASHINGTON, D.C. 20231 



Signature: 



Date: 



6 



"Version with markings to show changes made." 



11. (amended) A game board and game comprising: a game board having a performing 
stage and a network of paths including a plurality of paths that lead to the [performance] 
performing stage; a series of tokens for being advanced from a starting point along paths along 
the network of paths with the object being to advance the tokens to the performing stage; and at 
least two decks of cards, a first deck of cards and a second deck of cards, and wherein the first 
deck of cards include "Consequence" cards that are key to increments designated along the 
respective paths of the network of paths and the second deck of cards being collectible cards 
that are collected and exchanged by the players during the course of the game ; and wherein the 
second deck of cards are "Band Member" cards and include a plurality of groups of cards with 
each group of cards representing a band and the members of the band, and wherein the object 
of the game is to arrive at the performing stage with a certain number of cards representing a 
band and its members , [and wherein the object of the game is to reach the performing stage by 
advancing a token and with a certain number of cards of the second deck.;] 

13. (amended) The game board and game of claim [12] V\_ further including a third deck 
of the "Band Equipment" cards and wherein a further object of the game is to arrive at the 
performing stage with a "Band Equipment" card. 



